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CENTRAL FAX CENTER 
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IN THE UNITED STATES PATENT AND TRADEMARK OFHCE 

Applicanl: Bai-nard et al Examiner: Gorl, Elaine L. 

Serial No.: 09/444,254 Art Unit: 3627 

Filed: 11/22/1999 Dkl. No.: EN999116 

For: SYSTEM AND METHOD FOR PROJECT PREPARING A PROCUREMENT AND 
ACCOUNTS PAYABLE SYSTEM 



Commissioner for Patents 
P.O. Box 1450 
-Alexandria, VA 223 13-1450 

SUBSTITUTE APPEAL BRIEF OF APPELLANTS 

This Subslitule Appeal Brief, responsive to the Notice of Non-Compliant Appeal Brief 
under 37 CFR 41,37(c) mailed December 28, 2005, replaces the Appeal Brief filed December 13, 
2004 pursuant to the Notice of Appeal filed October 28, 2004 and is an appeal from the rejection 
by the Examiner in the Office Action dated July 28, 2004. 

REAL PARTY IN INTEREST 

International Business Machines. Inc. is the real party in interest. 

RELATED APPEALS AND INTERFERENCES 

None. 

STATUS OF CLAIMS 

09/444,254 1 



PAGE 2127 * RCVD AT 112312006 12:30:28 PM [Eastern Standard Time] » SVR:USPT0£FXRF-6I35 ' DHlS:27383flO * CSID: » DURATION ^)m% 



JAN-23-06 MON 01:34 PM 



FAX NO. 



P. 03 



Claims 29-32 nrc cuiTcutly pending. Appellants' cancellation of claims 33-40 \va.s 
entered for purposes of Appeal. Claims 29-32 have betm rejected. Thi.s BrieHs in support ol'an 
nppcnl from the rcjcclion of claims 29-32. 

STATUS OF AMENDMENTS 

There arc no Amendments which have not been entered. 

SUMMARY OF CIvAIMED SUBJECT MATTER 
The present invention discloses a program storage device readable by a machine, tangibly 
embodying a program of insiatctions executable by a Jiiachiiic to perform method steps for 
coordinating a project for designing, implementing, and using a general procurcmenl and 
accounts payable (GP/AP) system for a customer. Sec specification, page 6. lines 5-14; page 8, 
lines 8-18; page 6S, lines 2-9. 

A playbook database (70; FIG. 1) is created and maintained, wherein the playbook 
database comprises a plurality of templates of infonnation relating lo the designing, 
implementing, and using the GP/AP system, and whei-cinthc plurality of templates are 
particularized for the customer. See specification, page 8, line 13 - page 9, line 1 1 ; page 19, lines 
21-24. 

A playbook summary view (400) is generated a from tlie playbook database and may be 
displayed. The playbook summary view comprise a folders and views section (424). a task Utlc 
display and selection urea (426). a summary task creation button (420), and a detailed task 
creation button (422). 'Hie foldcra and views section, the task title display and selection arcc,. Iho 

09/444,254 2 



PAGE 3127 ' RCVD AT mm 12:30:28 PM [Eastern Standard Time] ' SVR:USPT0-EFXRF-5I35 ' DNIS:273S300 ' CSID: ' DURATION (inm-s$):Q6-28 



JAN-2H6 WON 01:35 PM 



FAX NO. 



P. 04 



summary task creation button, and the detailed tusk creation button visually appear together m a 
siiiglc conliguous display area within the playbook summary view. Tiic folders and views 
section includina category buttons (430) relating to categories of tasks associated with dcsigniue, 
implementing, and using the GP/AP system. The task tide display and selection area is adapted 
to include buttons (432) for selecting tasks (434) pertinent to said categories of tasks. 'i"h« 
buttons tor selecting tasks identify the tasks which may be so selected. The buttons for selecting 
tasks arc adapted to be displayed in the task title display and selection urea in response to a 
selection of a button of the catcgoiy ijuttons. Sec FIG. 4 and specification, page 12, lino 9 - page 
13, line 3. 

A summary task template (440) of the plurality of templates may be generated and 
displayed for a selected first task of the tasks identified in tlic ta.'^k title display and sdeclion area. 
The sunvmary task template may be generated and displayed in rcsiwiisc to a selection of the 
summaiy t£isk creation button. Tlic summary task template may include summary parameters of 
the selected first task. The generated summary task template may be derived fi-om the playbook 
database. Sec FIG. 5; TABLE 1 on pages 14-16; TABLE 2 on pages 16^17; specification, page 
13, Imc 4 - page 14, line 4 and page 19. lines 19-21. 

A derailed task template (520) of the plurality of templates may be generated and 
displayed for a selected second task of the tsusks identified in the task title display and selection 
area. The detailed task template may be generated and displayed in response to a selection of the 
dctailai task creation button. The detailed task template may include detailed parameters of the 
selected second task. Tlic generated detailed task template may be derived from the playbook 
database. Sec I^IG. 6; TABLE 3 on pages 18-19; specification, page 14, lines 5-7 and page J 9, 

09/444,254 ^ 
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lines 19-21. 

ConiTnumcalioa may be enabled behvccn team members (64) of a toain and tho playbook 
database (70) via a server (52) coupled to llic playbook database and an intranet (60) coupled to 
both Ihc server and the Icain mcnibers. 'I'he icani members having responsibility for said 
dosigimitl »7id implcmcnline of said GP/Al' system. Sec PIG. 1 and specification, page 8. line 13 
- page 9, line 1 1. 

A template of the plurality of templates may include or may be linked to an item selected 
from the jyoup consisting of a document, an instruction, a flow chart, a sample questionnaire, a 
report model, and a checklist, whcrdn the item is pertinent to guiding, coordinating and 
documcnling work of a team member of the team. Sec and specification, page 52. line 1 S - page 
53. line 3. 

Generating and displaying the playbook summary view, generating and displaying the 
summaiy 1a.sk template, and generating and displaying the detailed task template arc utilized 
during pcifonning at least one of; designing the GP/AP system; implementing the GiVAP 
system; using the GP/AP system; optimizing a solation for out-soureing procuraiicnt of goods 
and services under tlie GP/AP system; training service providers of sei-viccs to the aistomcr; 
managing said service providers to assi.re quality of service from the service providers; managing 
a project rclal ing to the GP/AP system; and optimizing the GP/AP system such that the 
optimized GP/AP system is characterized by lower costs, a paperless process, and more 
comprehensive service widi a shorter cycle time. Sec and specification, page 5, line 1 2 - page 6. 
line 3; page 1 1, lines 18-23 . 
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CJROdNDS OF REJECTION TO BIS REVIEWED ON APPKAI. 

1. Claim 32 stands rejected as allegedly unpatcnlamc undo^r 35 U.S.C. §112, second paragraph. 

2. Claims 29-32 stand rejected under 35 U.S.C. § 103(a) eis allegedly iinpateiUable over Giindcwar 
et al. (US Patent 6,381.610) in view of Oka (US Patent 5,537,591), Exatnincr's Offieial Notice, 
and Microsoi't Press Conipiiler Dictionary. 
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r^jjOI (NH OF REJ ECT [ON __L 

Oajm 32 stands rejected as allegedly unpatentable under 35 U.S.C. § 1 12. second 

paragraph. 

The l-xaminer rejected claims 32 under 35 U.S.C. §1 12, second paragiaph, as allegedly 
being indelmite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as tlie invention. 

The Examiner argues that "it is unclear what the difference is between "implementing" 

and "using" of the GP/AP system." 

In response to ihc Examiner's argument. Appellants note that page 11, lines 18-23 ofUic 
specifieation recites: "Referring to Figure 3, in accordance with the preferred cmhodinient of the 
method of the invcnlion, assessment 101, preparation 102, development 103. deployment 104 
and support 1 05 stages arc executed to design, implement, and use a general procurement ami 
accounts payable (CP/Af) system for a customer" (emphasis added). The preceding quote 
from Ihc spectfieation, which stales that the present invention both implements and uses the 
GP/AC system, conveys a clear intent to differetiliatc the meaning of "implcmcnl" from the 
meaning of "use". 

Furthermore, dictionaries provide diflcrent definitions of "implement" luid "use" as next 

cxiilained. 

Webster's New Collegiate Dictionary (2d ed. 1958) delines "implement" in verb form as 
follows; "to accomplish; fill fill; complete; give practical etfcct to and msure of actual 
fulfdlmenl by concrete measures ..." (id. at 417). In contrast, Webster's New Collegiate 
Dictionary (2d cd. 1 958) defines "use" in verb tbrm as follows: "to make use of, to avail 

()9/'114,254 ^ 
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oneself of; to employ; ..." (id. at 937) Iho Amcricai. Heritage Dictionary (2d cd. 1085) 

(liifincs "implement" in verb Ibmi as foUows:"to put into practical cffccl; carry out" (id. at 646). 
In contrast, Tiic American Heritage Diclioiiaiy (2d cd. 1985) deiincs "u.sc" in verb fonn as 
follows: "to bring or put into service; employ ..." (id. at 1331). 

Appellants rcspectfiiUy contend that the preceding dictionary definitions sumdcntly 
distinguish between "implementing" and "using". 

Based on the preceding arguments. Appellants respectfully maintain thai claim 32 is not 
unpalcntablc under 35 U.S.C. §112, second paragraph. 
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c:iaims 29-32 stand rejected under 35 U.S.C. § 103(a) as allegedly impalentable ovc 
Gundewar ct al. (US Patent 6,381,610) in view of Oka (US Patent 5,537,591). Examinci 's 
Official Noiicc, and Microsoft Press Computer Dictionary. 



Cl aim 29 

Appellants present three arguments as lo why claim 29 is not unpatentable over 
Gimdcwar in view of Oka, Examiner's Onicial Motiec, and Microsoft Press Computer 
DicLionnry. 



CMn.Z^LiirsiAosyjncnt 

A first argument as to why claim 29 is not unpatentable over Oundcwar in view of Oka, 
liixaminer's Omdal Notice, and Microsoft Press Computer Dictionary, because Gundewar in 
view of Oka, Examiner's Official Notice, and Microsoft Press Computer Dictionary docs not 
teach or sufigesl the feature: "wherein said folders and views section, said task title display and 
selection area, said summary task creation button, and said detailed task creation button visually 
appear together in a single contiguous display urea within said playbook summary view" 
(emphasis added). 

The Examiner admits: "Gundewar ... is silent regarding ... where the folders and views 
section, task title display and selection area, summary task creation button and the detailed task 
creation button visually appear toeeihcr in a single contiguous di.<;play area." 

09/444,254 ^ 
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The examiner argacs: "Microsoft Press Computer DicHonai7 discloses thai, it is known in 
the Mvl of computer graphical intcrfuccs to provide a wiudowiJig environmcjit where the screen is 
divitlcd into several windows each with its own boundaries and caii contain different 
infonnalion to provide users a multitasking interface to view dilTcrcnt documents at the same 

time" (emphasis added). 

Jn response, Appellants rcspcciruUy contend that windows in a windowing envirojuncnt 
do not SiiUsfy the feature of "uppcaring together in a singlti contiguous display area within said 
playhook summary view" as required by clami 29. As the Examiner admits, "ihc screen is 
dividal into several windows cacli with its owu boumlarics" (cmph^usis added). Since each 
window (with its own bovindnrics) is distinct from any other window (with its own boundaries) 
with respect to loaition on the screen and content within the window. Appellants respectfully 
contend that Microsoft Press Computer Dictionary does not disclose the preceding "single 
cont iguous display arcn " feature of claim ?.9. 

In addition. Appellants acknowledge that it is well known to display multiple items on » 
single screen. However, the pertinent issue is whether it is obvious to modify Gundewar by 
displaying "said folders and views section, said task title display and selection area, said 
summary task creation button" in a single contiguous display area contiguously on a screen. 
Appellants content that the Uxmnincr has not provided a persuasive argument as to why is 

obvious to so modify Gundewar. 

In particular, the Examiner argues: "It would have been obvious io one having ordinary 
skill in the art at the time the invention was made to provide tlie folders and views section, task 
title display nnd selection area, summary task creation button and the detailed task creation 

09/444,254 
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button of the program storage device of Gundcwar ct a).; Oka and Examiner's Official Notice, as 
modi act! above, on one divided screen of a windowing envir<.>nmcnt as tauglit by Microsot\ Press 
Compmcr Dictionary, in order provide users a multitaskinR interface lo view those different 
documents at the same time on a screen" (emphasis added). 

In response, Appellants note that the Examiner is arguing for a "divided screen" (as is 
provided in a conventional windowing environment) instead of for a "single contiguous display " 
fia required by claim 29. Appellants note that a divided screen in a windov^ng environment 
presents, by dclinition, a view of diflbrent documents (e.g., text, graphics, etc.) at the same time 
on a screen. 

The Issue that has not been addres.scd by the Examiner is why in particular is it allegedly 
obvious to display a view of displaying "said folders and views section, said task title display 
iind scloclion area, said summary task creation button" at the same time on a single contiguous 
display area. In order to addres.s this issue, one needs to detcmiinc whether the prior art suggest a 
modification of Oundcwar in consideration of the specifics of "said folders and views section, 
said task title display and selection nrea, said summary task creation button". Appellants 
contend that Die lixamincr has not any prior art proving such a suggestion. 

Appellants contend that Microsoft Press Computer Dictionary merely describes (he 
windowing eapability and most certainly docs not provide motivation for displaying visually 
together any arbitrary two documents in different windows of a divided screen, regardless of the 
content of the two documents. Tlic Examiner's argument (i.e.. to "provide users a mxiltitasking 
interface to view these different documents at the same time on a screen") docs not even address 
placement of the folders and views section, the task title display and selection area, the summary 

09/444,254 
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tusk crcuUon button, and the dctmlcd Uusk crciUion button visually together in windows of a 
divided screen of a windowing environment. Moreover, Microsot^ Press Computer Dictionary 
docs not provide any suggestion ns to the types of content that should be displayed visually 
together in different windows of a divided screen. Tlicreforc, the Rxainincr's nrgumcnt for 
modifying Gimdewar by the alleged teachings of Microsofl: Press Computer Dictionary to 
specifically display the i^lders and views section, the task title display and selection area, the 
sumn^aiy task creation button, and the detailed task cication button visually together in windows 
of a divided screen of a windowing environment is not persuasive. 

'Uic Examiner appears to be citing Microsoft Press Computer Diclionaiy for ihc incorrect 
pro)>osition that it is obvious to disphiy visually together any arbitrary two documents in diftercnt 
windows ofa divided screen, regardlcs.s of the content of the two documents. The Examiner 
appears to have made a generic argument alleging that it is obviou.s to display a view of different 
documcnls at the same lime on a single contiguous display area irrespective of what the different 
documents comprise and irrespective of how the different documents relate to cnch other. 

The Examiner's failure to cite prior lu-t for the alleged motivation to so modi fy Gnndcwar 
is contrary to cstiiblishcd case law which requires that the prior ait must contain some sugge.«;tion 
or incentive that would have motivated a person of ordinary skill in the art to modify a reference 
or to combit^c references. See Karsten Mfg. Corp. V. Cleveland Gulf Co., 242 r.3d 1376. 58 
U.S.P.Q.2d 1286, 1293 (Fed. Cir. 2001) ("In holding an invention obvious in view of a 
combination of references, there must be some suggestion, motivation, or teaching in the prior 
art that would have led a person of ordinary skill in the art to select the references and combine 
them in a way that would produce the claimed invention"). Sec also In re Gordon, 733 F.2d 900, 

09/^44,254 I ' 
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902, 221 U.S.P.Q. 1 125, 1 127 (Fed. Cir. 1984 ("llie mere fact that the prior arl could be so 
modincd would not liavc made the motivation obvious unlc$s the prior art siicgcstcd the 

desirtibilily of the modification.")- 

For midiliona] support. Appellants eitc Gundewar, col. 3, lines 38-39 which recites: "FIG. 
3 is a representative diagram of a scries of views ofparticular data dispbys ofthc present 
iiwcnlion" (emphasis added), Appellants maii^tain that the preceding citation in Ginidowar 
-suggests that Gundcwar intends to have the data of FIG. 3 displayed serially a.s a series of view, 
iind not simultaneously on a single contiguous display area. 

Moreover, the Examiner hivs not even addressed the "within said playbook summary 
view" n.spcet oflhc feature: "wherein said folders and views section, said tatk title display and 
selection area, said summary task creation button, and said detailed ta.sk creation button visually 
appear together in a single contiguous display area within said phiybook summary view" 
(emphasis added)". In fact, the Examiner has not even alleged that Gundcwar in view of Oka, 
Examiner's Ollicial Notice, and Mi crosoR Press Computer Dictionary, because Gundewar in 
view of Oka, fixaminer'.s Oflicial Notice, and Microsoft Press Computer Dictionary does not 
teach or suggest the fcnlurc: "wherein said folders and views section, said la.sk title display and 
selection area, said summary task creation button, and said detailed task creation button visually 
appear together in a single contiguou.s display area within said playbook summai-y view" 
(emphasis added). Uy totally ignoring the "within said playbook summary view" aspect oflhc 
prccctling fcatTirc of claim 29, the Examiner has failed to establish ^ prima facie case of 
obviousness in relation to claim 29. 

Accordingly, Appellants content that the Rxaminer's Answer has not established ^pnma 

09/444,254 
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focic case of obviousness in relnliou to claim 29. 

Based on Ihe prcceiling first argument. AppcllmiLs mainiain that claim 29 is nol 
uni>atenlable over Gundcwnr in view of Oko, lix«miacr's Official Notice, and Microsoft Press 
Computer Dictionary. 

C W\m 2 9: J^n d Art?:m Ti_ent 

A second argximciit as to why claim 29 is not unpatentable over Gimdcwar in view of 
Oka, Examiner's Odlcial Notice, and Microso(\ Press Computer Dictionary, because Gundewar 
in view of Olsa, Examiner's Oiricial Notice, and Microsoll Press Computer Dictionary docs not 
tcacl. or suggest the feature: "designing, implementing, and using a general procurement and 
accounts payable (GP/AP) system" (emphasis added). 

■l-he Examiner admits: "Gundewar ... is silent regarding the system being used for a 

GP/AP system". 

The Examiner argues; "Oka discloses in the "Summaiy of the Invention" in column 1, 
that it is itnown in the art to provide progrannning instruction to coordinate the design, 
implementation and use of an accounting system in order to coordinate tlie development of an 
accounting system. See details also under the "Description of the Related Ait" in column I . It 
would have been obvious to one having ordinary skill in the art at the lime the invention was 
made to provide the prog,-am storage device of Gundewar et al. for use on the development of an 
accounting system as taught by Oka. in order to coordinate the design, implementation and use of 

an accounting sy.stcm." 

m response. Appellants respectfully contend that the Examiner's analy.<!is of Oka is 

09/^44.254 13 
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erroneous a.id is not applicable to iiiodifying Gundewa.-. In particular, there is no disclosure 
auyxvLcrc in Olca lhal "it is known in Ihc ait lo provide prognmiming instniclion to coordinate the 
dcsiipn implcmcntntiun and use of an accouiiting system in order to coordinate the dcvclopmc.it 
of an accounlinij system." Appellants note that the only mention of "accounting" in the 
"Background of Ihc hweiUlon and "Summury of the Invention" section of Qka (rcfcn-cd lo supm 
for support by the Rxaminer) is the following recitation in col. 1 , lines 52-56: "It Is an objecl of 
Ihc present invention to provide an apparatus, which can automatically tbr^n a system diagram 
representing a summary of the entire sy.slcm iissociated with various data processing opcralions 
such a.s accountinR processing." (cmphfifiis added). Appellants maintain that the preceding quote 
from Oka, col. 1, lines 52-56 mo.st certainly docs not ilisclose that "it is known in Ihc art to 
provide programming instruction to coordinate the design, implemcntalion and use ofan 
accounting system in order to coordinate the development of an accounting system" as alleged by 
the Examiner. Since Oka does not disclose what the Examiner alleges, Appellant maintains tliat 
ll^c Rxaminer's modification of Gundcwar by the alleged teaching of Oka is not pcrsua..ivo. 

In addition. Appellants maintain that the Examiner's argument is conclusory based on 
circular rca.soninR. In cfTcct, the Examiner is arguing that it is obvious to incorporate 'Mgning. 
impleiticnting. and using a general procurement and accounts payable (GP/AIO system" into 
Gundcwar "in order to aiordinatc the design, implementation and use of an accounting system". 

Moreover, irrespective of what Oka discloses about an accounting system gencrlcnlly. 
Oka does not disclose anything specifically about a general procurement and ac^unts payable 
(GIVAP) system and therefore most certainly docs not disclose the feature: "designing, 
implementing, and using a general procurement and accounts payable (CHVAP) system" of 

09/444,254 
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claim 29. 

Basctl ou the prccctling second argmncnt. Appellants maintain that claim 29 is not 
inipatcmnble over Gundcwar in view of Oka, Examiner's Official Notice, and MicrosoR Press 
Compulcr Dictionaiy. 

A third nrgumcnt as to why claim 29 i.s not unpatentable over Gundcwar in viow of Oka, 
Cxannncr-s Omdal Notice, and Microsoft Press Computei- Dictionaiy, because Gundcwnr in 
view or Oka, Examiner's Official Noliee, and Microsoft Press Compulcr Dictionary docs not 
teach or suggest the feature: "said playbook database comprising a plunilily of templates of 
informcUion relating to said designing, implementing, and ushig said GP/AP system" (emphasis 
added). 

Appellant.*? contend thai Guudewar's disclosure is restricted to tempi ales for "planning" 
a.spccts of a project. Guudewar docs not teach or suggest tcmphites for "using" the system (i.e., 
the Gl>/AP system allegedly gencrate<l by the project). All of the templates discussed and 
disclosed by Gundcwar relate to project planning, and none of the templates discussed and 
disclosed by Guudcwnr relate to "using" the system gcneralcd by Ihc projecl. 

Appellants note that in Gundewar's abstract, preamble of independent claim 1 and 11, 
and the Summaty of the Invenlion (in the three aspects of the invention) describes Gundewar's 
invention u.s "a method for automated project planning" (emphasis added). The Brief 
Description of the Drawings in Gundcwar describes the drawings as pertaining to "automatal 
projecl planning task.-;" (emphasis added). The dcsciiption of the system 10 of FIG. 1 in col. 4, 

09/444,254 ^5 
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linos 14-15 Slates: "In ywcraU system 10 allows a user to complete project pinmiing tasks and 
procedures ..." (cmphu.sis added). 

In addition, the description ol' the flow chart of l-IO. 4 in Gundcwar, col. 8, lines 13-15 
for tlic mclliod of Gundewar's invention states: "In I'lG. 4, an embodiment of a nowchart of a 
method for automating piX>ject planning tasks and procedures according to the present invention 
is shown" (emphasis added). Appellants contend that no step in PIG. 4 for Gundewar's method 
is directed to "nsinft" the syslcn-i generated by tlie project. 

Moreover, the Examiner has not presented any analysis to support Uic Examiner's 
contention that Gundcwar leaches "using" the GP/Al' system. Therefore, the Examiner has 
failed to establish a prima facie case ofobviousness in relation to claim 29. 

leased on Ihc preceding third argument. Appellants maintain that claim 29 is not 
unpnlcnlablc over Gundcwar in view of Oka, lixamincr's Official Motlce, and MicrosoR Press 
Computer Dictionary. 



Claim 3 0 

Since claim 30 depends froni claim 29, which Appellants have argued supra to not be 
unpatentable over Gundcwar in view of Oka, Examiner's Official Notice, and MicrosoR Pr<.ss 
Computer Dictionary under 35 U.S.C. § 1 03(a), Appellants maintain that claim 30 is Hkewise not 
unpatentable over Gutidcwar in view of Oka. Examiner's Official Notice, and Microsoft Press 
CompulcrDictiomiy under 35 U.S.C. §1 03(a). 

In addition. Appellants contend that Gundcwar in view of Oka, Examiner's Official 

09/444,254 
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Notice, aiul Microsoft Press Compatcr Dictionary docs not teach or suggest the feature: 
"ciiabling commuaicalion between team members of a team and Ihc playbook database via a 
server coupled to the playbook database and an intranet coupled to both the sci-ver and the team 
members, said team members having responsibility for said designing and iniplcmenling of said 
GP/Al' system." 

The Examiner argues that "team member usage ofthc syslctu is disclosed in ailnmn 7, 
line 38 and templates iirc shown to be linke<l to all types of documents, instructions, flow charts, 
etc... including guidelines, tcmplalcs, and sample templates as shown in ngurc 3," 

In response, Appellants contend that the preceding argument by the Examiner is not 
persuasive, 

A first reason why the preceding argument by the Examiner is not persuasive is that 
Cundewar, col. 7, line 3S discloses only that templates may be lillc^ out online by team 
members, which is not a disclosure of:: "said team members having responsibility for said 
designing and implementing of said GlVA? system". 

A second reason wliy the prccetling argument by the Examiner is not persuasive is tliat 
Ihc preceding argument by the lixaminer does not demonstrate that Gundcwar discloses: 
"enabling communication between team members of a team and the playbook database via a 
server coupled to the playbook database and an intranet coupled to both tlie server and the team 
mcn\bci'S". 

Accordingly, the Examiner has failed to cslabli-sh prima facie ease of obviousness in 
relation to claim 30. 

09/'1'14,254 
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Claim 31 

Since claim 31 depends from claim 30. which Appellants have argued supra to t^ot be 
mipntcnlablc over Gimdewar in view of Oka. Examiner's Oftioial Notice, and Microsoft Press 
Computer Dictionary under 35 U.S.C. §103(a). Appellants maintain that claim 31 is likewise not 
impatcnlable over Giindewar in view of Oka, Examiner's Official Notice, and Microsoft Press 
Computer Diclionai7 under 35 U.S.C. § 1 03(a). 



Cliiim 32 

Since cloim 32 depends from claim 29, which Appellants have argued supra to not be 
unpatentable over Gimdewar in view of Oka. Examiner's Official Notice, and Microsoft Press 
Computer Dictionary under 35 U.S.C. §103(a). Appellants maintain that claim 32 is likewise not 
unpatenlahlc over Gundowar in view of Oka. Examiner's Official Notice, and Microsoft Wcss 
Computer Dictionary under 35 U.S.C. §1 03(a). 

In addition, AppcllanLs contend that Gimdewar in view of Oka, Examiner's Official 
Notic«. -.md Microsoft Press Computer Dictionai-y does not leach or suggest Ihc feature: "wherein 
said generating and di.splaying the pkybook summary view, said generating and displaying the 
summary tiisk template, and said generating and displaying the detailwl task template are utilized 
during performing at least one of designing the GP/AP system; implementing the GP/AP system; 
using the GP/AP systcut; optimizing a solution for out-sourcing procurement of goods and 
services under the GP/AP sy.stcm; training service providers of services to the customer; 
managiiig said service providers to assure quality of service from -■said service providers; 
managing a project relating to the GP/AP system; and optimizing the GP/AP system, said 
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optimized GP/AP system bung characterized by lower costs, a papci-lcss process, and more 
comprehensive sci-vicc with a sJioiter cycle lime." 

Appellants note that the Examiner has not provided any arsumont to support (he rejection 
of claim 32 under 35 U.S.C. §l03(a). Therefore, the lixamincrhas failed to establish aprhna 
facie case of obviousness in relation to claim 32. 
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SUMMARY 
In stun\nHry, AppdUmtS respectfully rcquesl; 

reversal of the rcjcelion of claim 32 under 35 U.S.C. §1 1 2, second paragraph; nnd 
reversal ofthc rejection of claims 29-32 as allegedly being unpalenlabic under 35 U.S.C. 

§103(a) over Gundowar ct al. i.i view of Oka (US Patent 5,537,591). Rxaminer's Omcial Notice, 

and Microsofl Press Computer Dictionary. 



Sclnneiser, Olscn & WaLls 
3 Lctir .let Iviinc - Suite 201 
Lalliam, New York 121 10 
(518)220-1850 



Respectfully submitted, 

,mck P. i'Vicdman 
Allorney l-or A])pellaiit 
Rogistration No. '14,688 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Barnard el al. Examiner: Gort, Elaine L. 

Serial No.: 09/444.254 Art Unit: 3627 

Filed: U/22/1 999 Dkt. No.: EN999116 

For: SYSTEM AND MP^THOD FOR PROJECT PREPARING A PROCUREMENT AND 
ACCOUNTS PAYABI.E SYSTEM 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 2231 3-1450 

APPENDIX A - CLAIMS ON APPEAL 

1-28. (Canceled) 

29. A program storage device readable by a machine, tangibly embodying a program of 
iusU-ucJions executable by a machine to perform mediod steps for coordinatiiig a project for 
designing, implementing, and using a general procurement and accounts payable (GP/AP) system 
for a customer, said method steps comprising: 

croatiTig and maintaining a playbook database, said playbook database comprising a 
plurality of templates of infonnatioii relating to said designing, implementing, and using said 
GP/AF system, said plurality of templates being particularized for the customer; 

generating a playbook summary view from said playbook database; 

displaying said playbook summary view, said playbook summaiy view comprising a 
folders and views section, a task title display and selection area, a summary task creation button, 
and a detailed task creation button, wherein said folders and views section, said task title display 
09/444,254 21 
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and selection iirea. said summary task creation button, and said detailed task creation button 
visually appear togctlier in a single contiguous display area within said playbook summary view; 

said folders and views section including category buttons relating to categories of 
tasks associated with said designing, implementing, and using said GP/AP system. 

said task title display and selection area adapted to include buttons for selecting 
tasks pertinent to said categories of tasks, 

said buttons for selecting tasks identifying said tasks which may be so selected, 
said buttons for selecting tasks ailaptcd to be displayed in said task title display 
atid selection area in response to a selection of a button of the category buttons; 
generating and displaying a summary task template of the plurality oftcmplatcs for a 
selected first task of the tasks identified in the task Utlc display and selection area, said summary 
task template being generated and displayed in response to a selection of the summary task 
creation button, said summary task template including summary parameters of the selected first 
task, said generated summary task template being derived from said playbook database; and 
gciiei-ating and displaying a detailed task template of the plurality of templates for a 
selected second task of the tasks identified in the task title display and selection area, said 
detailed task template being generated and displayed in response to a selection of the detailed 
task creation button, said detailed task template including detailed parameters of the selected 
second task, said generated detailed task template being derived from said playbook database. 

30. The program storage device of claim 29. wherein the method further comprises enabling 
communication between team members of a team and the playbook database via a server coupled 
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to the playbook database and an intranet coupled to both the server and the learn members, said 
team mcnibers having responsibility for said designing and implemcating of said GP/AP system. 

31 . The piogi-am storage device of claim 30, wherein a template of the plurality of templates 
includes or is linked to an item selected from the group consisting of a document, an iustniction, 
a now chart, a sample questionnaire, a report model, and a checklist, said item being pertinent to 
guiding, coorduialing and documenting work of a team member of the team. 

32. (Previously presented) The program storage device of claim 29, wherein said generating and 
displaying the playbook summary view, said generating and displaying tlie summary task 
templaie. and said generating and displaying the detailed task template are uUlized during 
performing at least one of: 

designing Hie GP/AP system; 
implementing Ihc GP/AP system; 
using the GP/AP system; 

optimizing a solution for out-sourcing procurement of goods and sci-vices under the 

GP/AP system; 

ti-aining service providers of services to the customer; 

managing said service providers to assure quality of service from said service providers; 
managing aproject relating to the GP/AP system; and 

optin)izing the GP/AP system, said optimized GP/AP system being chaiactcrizal by 
lower costs, a paperless process, and more comprehensive service with a shorter cycle time. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicaal: Barnard et al Bxamincr: Gort, Elaine L. 

Serial No.: 09/444,254 Art Unit: 3627 

Filed: 11/22/1999 Dkt. No.: EN999116 

For: SYSTEM AND METHOD FOR PROJECT PREPARING A PROCUREMENT AND 
ACCOUNTS PAYABLE SYSTEM 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

APPEN DIX B - RELATED PROCEEDINGS 

There are T^o proceedings identified in the "Related Appeals and Interfcre-iccs" section. 
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IN THK UNITED STATES PATENT AND TRADEMAllK OFFICE 

Applic.nl: Barnard et al. Examiner: Gort, Elaine L. 

Serial No.: 09/444,254 Art Unit: 3627 

Filed: 11/22/1999 Dkt. No.: EN999116 

For: SYSTEM AND METHOD FOR PROJECT PREPARING A PROCUREMENT AND 
ACCOUNTS PAYABLE SYSTEM 



Commissioner for Patents 

P.O. Box 1450 
Aleximdria,VA 22313-1450 

APPENDIX C - EVIDENCE 

There is no evidence entered by tlie Examiner and relied upon by Appellants in this 

oppcal. 
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